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DETAILED ACTION 

Applicant's arguments filed 1-2-04 have been fully considered but they are not 
persuasive. Claims 45, 46, 49, 50 have been cancelled. Claims 44, 47, 48 and 51-55 
remain pending and under consideration in the instant office action. The text of those 
sections of Title 35, U.S. Code not included in this action can be found in a prior Office 
action. 

Claim Rejections - 35 USC '112 

1 . Claims 44, 47, 48 and 51-55 remain rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

Regarding claims 44, 47 and 48, applicants' argue the specification taught 
combining PGCs and isolated at the same time as stromal cells and combining both 
with a preconditioned feeder matrix (pg 8, 1^' If of response). Applicants point to pg 3, 
line 19, through pg 4, line 2, and pg 8, lines 12-14. Pg 3 describes "collecting avian 
cells comprising primordial germ cells from an avian embryo after formation of the 
primitive streak; [and] (b) depositing the avian cells in contact with a preconditioned 
feeder matrix." Pg 8 describes, "avian gonadal cells comprising primordial germ cells 
isolated in accordance with the present invention also comprise a significant number of 
stromal cells." 
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Applicants argue isolating PGCs and stromal cells from an avian embryo after 
stage 14 has support on pg 10, lines 3-8 (pg 9 of response). 

Applicants argue Example 2, pg 20, supports isolating PGCs and stromal cells 
and culturing them on feeder cells as claimed (pg 10, 3"^ ^ of response). 

The new matter rejection regarding isolating PGCs and stromal cells at the same 
time from avian embryos and culturing those cells on a "preconditioned feeder matrix" 
(claim 44) has been withdrawn in part by applicants' arguments and in part by piecing 
together the specification. 

The specification supports isolating PGCs and stromal cells from the gonad of an 
avian embryo together as claimed. Example 2, pg 20, line 10, explicitly describes 
culturing gonadal cells on STO feeder layers for 3-5 days (pg 10 of response). These 
"gonadal cells" (pg 20, line 10) implicitly refer to "gonadal PGCs and stromal cells" as 
claimed because they are collected from embryonic gonads and inherently have PGCs 
and stromal cells (pg 19, lines 14). The gonadal cells in Example 2 (pg 20, line 10) are 
generic to the gonadal cells comprising PGCs discussed on pg 8, lines 12-14. 

The specification supports culturing gonadal cells with a "preconditioned" feeder 
matrix as claimed. The STO feeder cells in Example 2 were "preconditioned" prior to 
depositing of gonadal cells. Example 2 clearly states survival and proliferation of 
gonadal PGCs was affected by "preconditioning of the STO feeder layer" (pg 20, line 
16), and "preconditioned" feeder matrix is defined as "cultured in the presence of media 
for a period of time prior to the depositing of gonadal cell comprising primordial germ 
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cells" (pg 1 1 , lines 19-22). It is clear that the "feeder matrix" may be STO feeder cells or 
other feeder cells as described on pg 11 , lines 11-16. 

The specification supports isolating PGCs and stromal cells or avian feeder cells 
from avian embryos after Stage 14 (claims 44, 47 and 48). Example 2 implicitly 
supports isolating gonadal PGCs and stromal cells "from an avian embryo at a stage 
later than stage 14" because the cells were isolated at stage 27-30 (pg 19, line 15), and 
the application states the "[ajvian embryos from which cells are obtained for carrying out 
the present Invention are preferably after stage 14" and "most preferably in stage 27-30" 
(pg 10, lines 3-8). It would have been readily apparent that any avian embryonic cells 
discussed in the specification, including avian feeder cells isolated from an avian 
embryonic gonad discussed on pg 11, lines 13-15, could have been isolated from an 
avian embryo after stage 14 as claimed (claim 47 and 48). 

Claims 47 and 48 have support for "preconditioned" avian feeder cells (pg 1 1 , 
line 13-15) because the specification taught "feeder matrix" included avian feeder cells 
isolated from the gonad (pg 1 1, lines 13-15) and that the "feeder matrix" can be 
"preconditioned" which meant "the feeder matrix is cultured in the presence of media for 
a period of time prior to the depositing of gonadal cell comprising primordial germ cells" 
(pg 1 1 , lines 19-22). In context of Example 2, it would have been readily apparent to 
one of skill in the art that the "preconditioned" STO feeder cells on pg 20 in Example 2 
could have been replaced with "preconditioned" avian feeder cells isolated from an 
avian embryonic gonad. 
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Claims 53 and 54 remain new matter. Applicants point to pg 1 3, line 21 , through 
pg 14, line 7 (pg 14-15 of response). Applicants' argument is not persuasive. The 
specification teaches, It is currently preferred to have a preconditioned feeder matrix to 
facilitate the survival and development of avian PGCs into undifferentiated avian cells 
expressing an ESC phenotype. The avian embryo cells of the present invention can be 
cultured for at least one or two months," (pg 14, lines 1-5). While the specification 
taught PGCs were cultured to facilitate the survival and development of avian PGCs into 
"undifferentiated avian cells expressing an ESC phenotype," the specification did not 
teach or suggest the "undifferentiated avian cells expressing an ESC phenotype" were 
maintained for one or two months or that the "ESC phenotype" was maintained for one 
or two months as claimed. As written, the specification merely states the PGCs are 
maintained for one or two months. The specification did not teach or suggest that cells 
having an ES cell phenotype were maintained in culture for one to two months as 
claimed. The specification did not teach or suggest the ES cell phenotype was 
maintained in culture for one to two months. 

2. Claims 44, 47, 48 and 51-55 remain rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for a culture comprising 
PGCs and avian feeder cells does not reasonably provide enablement for culturing 
PGCs and avian feeder cells for one or two months. The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly 
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connected, to make and/or use the invention commensurate in scope with these claims 
for reasons of record. 

Claims 53 and 54 require culturing the PGCs for more than a month or two 
months. At the time of filing, Ponce De Leon (1997, Revista Brasileira de Reproducao 
Animal, Vol. 21, pg 96-101) taught LIF, bFGF, IGF and SCF are required for long-term 
culture of avian PGCs (pg 100, col. 2, about halfway down). However, the art did not 
teach how to culture avian PGCs in the presence of avian feeder cells for one or two 
months. The specification taught culturing avian PGCs on "preconditioned" STO feeder 
cells (Examples 1-3). The specification does not teach the amounts of essential growth 
factors that were required to culture avian PGCs in the presence of feeder cells for one 
or two months. Given the teachings in the specification taken with the guidance 
provided in the specification, it would require one of skill in the art undue 
experimentation to determine how to maintain avian PGCs in the presence of avian 
feeder cells for one or two months. 

The specification does not enable obtaining culturing PGCs having an ES cell 
phenotype for at least one or two months as broadly claimed. An ES cell is considered 
a cell capable of becoming both a somatic and germ cell upon being introduced into an 
embryo (pg 1, line 17). Simkiss (1990, 4th World Congr. Genetic Appl. Livestock Prod., 
Vol. 16, pg 111-114) and Petitte (1990, Development, Vol. 108, pg 185-195) taught 
chicken PGCs capable of producing somatic and germ cell chimeric chickens. The 
stage of isolation and culture conditions required to maintain chicken ES cells for at 
least a month or two are not taught in the art or the specification. The stage and 
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conditions required to obtain ES cells in species other than chickens are not taught in 
the art or the specification. Given the teachings in the art taken with the teachings in 
the specification, it would have required one of skill undue experimentation to isolate 
any avian ES cell other than chicken ES cells or to maintain any ES cell for one or two 
months as broadly claimed. 

Applicants argue Ponce de Leon does not disclose the conditions of LIF, bFGF, 
IGF and SCF that djd provide long term culture of PGCs. Therefore, applicants 
conclude it is not possible to determine what LIF, bFGF, IGF and SCF conditions were 
necessary to sustain culture for one or two months. Applicants' argument is not 
persuasive. Claims 54 and 55 do not require LIF, bFGF, IGF or SCF, which is 
considered essential to sustain the culture according to Ponce de Leon. While Ponce 
de Leon did not teach the amounts of each growth factor used. Ponce de Leon need not 
be fully enabling to establish that these growth factors were essential to sustaining PGC 
cultures as claimed and that the amount of growth factors required to sustain PGCs for 
one or two months as claimed was unknown. Ponce de Leon need not teach the 
amounts of growth factors used to sustain PGC cultures to establish the state of the art 
at the time of filing. 

Applicants point to Examples 1-3 and state various numbers of PGCs grown on 
various numbers of STO feeder cells enables the invention (pg 16 of response). 
Applicants' argument is not persuasive because the specification does not teach the 
essential amounts of growth factors required to sustain PGCs for one or two months as 
claimed and the amounts were not taught in the art. 
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Applicants argue the specification enables culturing any avian cell as broadly 
claimed (pg 17). Applicants point out that the specification describes the appropriate 
stage as after stage 14, or after formation of the primitive streak. Applicants' argument 
is not persuasive. Different avians have different stages and the culture conditions 
required to culture PGCs isolated from different avian species varies. The specification 
is silent regarding the differences between the stages of chickens and other avians. 
The specification is silent regarding the differences between the culture conditions for 
chicken PGCs and other avian PGCs. 

Applicants' arguments regarding Bosselman are moot (pg 18, 1^* U). The claims 
do not require transformed avian embryonic cells. 

In view of the dearth of information in the art at the time of filing required for one 
of skill to isolate any avian ES cell other than chicken ES cells or to maintain any ES cell 
for one or two months as claimed, the parameters required to obtain such a result are 
essential to the invention. Because the specification does not teach the essential 
elements required to obtain results not known in the art, the amount of experimentation 
required by one of skill to obtain such results is, by its very nature, undue. Examples 1, 
2 and 3 merely reiterate parameters known in the art. Pg 4, line 18-20, pg 8, lines 20- 
22 and pg 12, lines 4-8, merely list avian species. The teachings cited do not overcome 
the unpredictability in the art by providing the specific conditions required to isolate any 
avian ES cell other than chicken ES cells or to maintain any ES cell for one or two 
months as broadly claimed. The conditions described in the specification are not "a 
reasonable amount of guidance" because they are not distinguishable from conditions 
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known in the art. The conditions described in the specification are not adequate for one 
of skill to determine the parameters required to obtain results not known in the art. 
Therefore, it would have required one of skill undue experimentation to isolate any avian 
ES cell other than chicken ES cells or to maintain any ES cell for one or two months as 
claimed. 

3. Claims 44, 47, 48 and 51-55 remain rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention for reasons of record. 

The cells encompassed by the phrase "undifferentiated avian cells expressing an 
embryonic stem cell phenotype" are unclear (claim 44). It is unclear if the cells merely 
share a phenotype in common with avian ES cells or if the cells are avian ES cells 
capable of making germline chimeras upon being introduced into a recipient embryo. 
The specification states, "embryonic stem cell phenotype refers to undifferentiated avian 
cells having a large nucleus, prominent nucleolus and little cytoplasm" (pg 9, lines 4-5). 
Such a description is ambiguous because it cannot be determined what applicants 
consider "large," "prominent" or "little." The phrase "refers to" on pg 9, line 4, makes the 
citation unclear because it cannot be determined if "refers to" is intended to define the 
phenotype or merely to describing to what the phenotype is relevant. Therefore, it is 
unclear if "undifferentiated avian cells having a large nucleus, a prominent nucleolus, 
and little cytoplasm" is the "embryonic stem cell phenotype" or a desaiption of a feature 
of an "embryonic stem cell phenotype." Ergo, it is unclear if "avian cells expressing an 
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ES cell phenotype" are defined as any "undifferentiated avian cells having a large 
nucleus, a prominent nucleolus, and little cytoplasm" or if "avian cells expressing an ES 
cell phenotype" have to do v\/ith (are relevant to) "undifferentiated avian cells having a 
large nucleus, a prominent nucleolus, and little cytoplasm." The specification also 
states an "'undifferentiated avian cell expressing an embryonic stem cell phenotype' 
encompasses cells derived from avian primordial germ cells and is therefore used to 
describe the cells cultured in accordance with the process of the present invention" (pg 
9, lines 19-22). It is unclear if pg 9, lines 19-22, is the definition of "avian cells 
expressing an ES cell phenotype." The scope of cells encompassed by the description 
on pg 9, lines 4-5, is different than the scope of the cells encompassed by the 
description on pg 9, lines 1 9-22. One of skill would not be able to determine whether to 
use pg 9, lines 4-5, or pg 9, lines 19-22, as the definition of "avian cells expressing an 
ES cell phenotype" as claimed. In fact, one of skill would not have been able to 
determine that either citation was a definition of "avian cells expressing an ES cell 
phenotype" and not merely a description of features shared by "avian cells expressing 
an ES cell phenotype." Furthermore cells do not "express" a phenotype as on pg 9, line 
19. Pg 1 , line 17, states ES cell were capable of making germline chimeras. The 
phrase "embryonic stem cell phenotype" is mentioned on pg 3, lines 4-5, but does not 
clarify the meaning. One of skill in the art at the time of filing would have been unclear 
as to whether the specification was redefining ES cells or refining the art recognized 
meaning of ES cells as embryonic stem cells capable of making germline chimeras 
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upon being introduced into a recipient embryo. Therefore, the metes and bounds of 
cells encompassed by the phrase cannot be determined. 

Applicants point to pg 9, lines 4-5, which has been addressed above (pg 19 of 
response). 

Applicants' arguments' regarding US Patents (pg 19, last 8 lines) are moot 
because of the ambiguous teachings in the instant specification. 

The rejection regarding "preconditioned feeder matrix" and "conditioned media" 
has been withdrawn in view of applicants' arguments and the definition of "conditioned 
media." The phrase "preconditioned feeder matrix" is defined on pg 11, line 20, as 
being a feeder matrix cultured in the presence of media for a period of time prior to the 
depositing of gonadal cells comprising primordial germ cells in contact with the feeder 
matrix." The phrase "conditioned media" refers to any media that has biologically active 
components obtained from previously cultured cells that have released into the media 
substances that affect cell function (see definition from On-line Medical Dictionary, 
attached). "Conditioned media" is not limited to media removed and transferred to other 
cells as described by applicants on pg 20, last lines. The media used to culture the 
"preconditioned feeder matrix" may also be considered "conditioned media" because it 
has previously cultured cells and has biologically active components released by the 
cells. 

It remains unclear how PGCs isolated from an embryo later than stage 14 are 
distinguished from PGCs isolated from a stage X or stage 14 embryo (claim 44, 47, 48). 
PGCs isolated from stage X, 14 and after stage 14 embryos have the same structure 
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and function. As such, the structural/functional distinction of PGCs isolated after stage 
XIV as claimed cannot be determined. Applicants' discussion of PGCs isolated after 
stage 14 (T| bridging pg 21-22 of the response) does not distinguish the structural and 
functional differences between PGCs isolated from stage X and XIV embryos. 

Claim Rejections - 35 USC ' 102 

The rejection regarding claims 44, 47, 48, 51-55 under 35 U.S.C. 102(b) as being 
anticipated by Allioli (1994, Devel. Biol., Vol. 165, pg 30-37) has been withdrawn 
because Allioli did not teach a "preconditioned feeder layer" (pg 23, last 3 lines, in the 
response), i.e. Allioli did not teach a feeder matrix cultured in the presence of media for 
a period of time prior to the depositing of gonadal cells comprising primordial germ cells 
in contact with the feeder matrix. 

The rejection regarding claims 44, 47, 48 and 52-55 under 35 U.S.C. 102(e) as 
being anticipated by Ponce de Leon (US Patent 6,156,569) has been withdrawn. Cells 
isolated from the dorsal aorta of stage XIV embryos as taught by Ponce de Leon are not 
the same as avian primordial germ cells and avian stromal cells isolated from the genital 
ridge or gonad as claimed. 

4. Claims 44, 47, 48, 52-55 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Chang (1995, Cell Biol. Internatl. Vol. 19. No. 2, pg 143-149) for reasons 
of record. 



Application/Control Number: 09/757,054 Page 12 

Art Unit: 1632 

Chang taught making a feeder cells by isolating cells from the genital ridge of day 
5 embryos and culturing the cells for 4 days (pg 143, "Preparation of germinal ridge and 
culture of stroma cells"). The feeder cells are "preconditioned" because they are in 
culture for 4 days prior to the addition of day-2 PGCs. The feeder cell media is 
"conditioned" because it contains biologically active components obtained from the 
previous 4 days in culture prior to adding day-2 PGCs. The cells isolated from the 
genital ridge comprised stromal cells and PGCs as claimed (pg 144, line 6). Day 5 
embryos are greater than stage 14 as claimed because day 2 embryos are stage 14 (pg 
144, col. 2, lines 1-10). Claim 51 has been withdrawn from the rejection because 
Chang did not teach using BRL conditioned media. The conditioned media taught by 
Chang had LIF, IGF and FGF-b (pg 144, col. 1, 1**full H). A PGC culture maintained for 
one or two months as claimed (claims 53, 54) does not differ from PGC cultures known 
in the art because their structure and functions are equivalent and because culturing 
PGCs for one or two months does not alter the structure or function of the culture. 
Therefore, the limitations in claims 53 and 54 do not bear patentable weight in 
considering the art because they does not distinguish the structure or function of the 
cells within the culture or the components of the culture from those known in the art. 

Thus, Chang taught all the limitations of the claims. 

Applicants argue Chang did not teach a "preconditioned feeder layer" or 
"conditioned medium" (pg 24, last full H). Applicants' arguments are not persuasive for 
reasons above. 
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5. Claims 44, 47, 48 and 52-55 remain rejected under 35 U.S.C. 102(b) as being 
anticipated by Chang (1997, Cell Biol. Internatl., Vol. 21 , No. 8, pg 495-499) for reasons 
of record. 

Chang taught isolating genital ridge stromal cells from day 5 (stage 27-28) 
embryos. The cells were cultured for 5 days in media containing IGF, FGF and LIF with 
germinal ridge stromal feeder cells isolated from day 5 embryos. gPGCs obtained from 
the culture were injected into recipient embryos and provided germline transmission (pg 
496, "Preparation and culture of gPGCs"; pg 497, Fig. 1, "Progeny of germline chimeric 
chickens"). 

The "primary cultured GRSCs" (last sentence of "Preparation and culture of 
gPGCs") are a "preconditioned feeder matrix" because they were in culture prior to the 
addition of other GRSCs. The media of the "primary cultured GRSCs" was 
"conditioned" because it contained biologically active components obtained from the 
previous days in culture prior to adding other GRSCs. The cells isolated from the 
genital ridge and added to the "primary cultured GRSC" feeder cells inherently 
comprised stromal cells and PGCs. Day 5 embryos are stage 27 (pg 496, "Preparation 
and culture of gPGCs", line 2). Claim 51 has been withdrawn from the rejection 
because Chang did not teach using BRL conditioned media. The conditioned media 
taught by Chang had LIF, IGF and FGF-b (pg 496, "Preparation and culture of gPGCs"). 
A PGC culture maintained for one or two months as claimed (claims 53, 54) does not 
differ from PGC cultures known in the art because their structure and functions are 
equivalent and because culturing PGCs for one or two months does not alter the 
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structure or function of the culture. Therefore, the limitations in claims 53 and 54 do not 
bear patentable weight in considering the art because they does not distinguish the 
structure or function of the cells within the culture or the components of the culture from 
those known in the art. 

Applicants argue Chang did not teach "conditioned medium" (pg 25, last full H). 
Applicants' argument is not persuasive for reasons cited above. 

6. Claims 44, 47, 48 and 51-55 remain rejected under 35 U.S.C. 102(e) as being 
anticipated by Petitte (US Patent 5,340,740), Petitte (US Patent 5,656,479) or Petitte 
(US Patent 5,830,510) for reasons of record. 

Petitte taught isolating and dissociating whole stage X chicken embryos, seeding 
the cells onto a preconditioned feeder layer, culturing the cells with BRL conditioned 
medium and obtaining PGCs (col. 7, lines 7-14, of '740; col. 6, line 44, of '479; col. 6, 
line 54-65, of '510). The PGCs and stromal cells were inherently "isolated together from 
the embryonic genital ridge or gonad" as claimed because the whole embryo was 
isolated and inherently contained both PGCs and stromal cells in the genital ridge or 
gonad. The PGCs and stromal cells in the whole dissociated embryo taught by Petitte 
are equivalent to PGCs and stromal cells isolated from the embryonic genital ridge or 
gonad as claimed because they have the same structure and function. PGCs and 
stromal ceils from the stage X taught by Petitte are equivalent to PGCs and stromal 
cells isolated from an embryo later than stage 14 as claimed because they have the 
same structure and function. 
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Applicants argue the cells of Petitte are not Isolated from an embryo later than 
stage 14. Applicants' argument is not persuasive. The structure and function of cells 
isolated from stage X as described by Petitte are the same as those of cells isolated 
from stage 14 as claimed. 

Double Patenting 

The rejection of claims 44, 47, 48 and 51-55 under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 2, 3, 13, 19 
and 23 of copending Application No. 08/446,021 (now US Patent 6,515,199) has been 
withdrav^n because the claims of '199 are limited to altering the phenotype of a bird 
using avian somatic tissue-specific stem cells and do not require avian PGCs having an 
ES cell phenotype as claimed in the instant application. 

The rejection of claims 44, 47, 48 and 51- 55 under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 21-27 of 
copending Application No. 09/094176 has been withdrawn. The claims and 
specification of '176 did not teach isolating PGCs and stromal cells together from the 
genital ridge or gonad of an avian embryo. 

7. Claims 44, 47, 48 and 51-55 remain rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1 and 8-10 of 
U.S. Patent No. 5,340,740 in view of Chang (1995, Cell Biol. Internat'l., Vol. 19, page 
143-9). 
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Claims 1 and 8-10 claim a sustained culture of undifferentiated avian cells having 
an ES cell phenotype and methods of making such a culture. 740 did not claim 
culturing the cells on avian feeder cells or the ceil culture made by the method. 

However, at the time of filing, Chang taught culturing PGCs on avian stromal 
cells. Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to isolate avian cells having an ES cell phenotype as taught by 
>740, wherein the avian cells are cultured on avian feeder cells. One of ordinary skill in 
the art at the time the invention was made would have been motivated to use avian 
feeder cells to increase the number of PGCs as taught by Chang (abstract). 

Applicants' arguments on pg 31 are noted but do not specifically point to one 
limitation that is missing in the combined teachings of 740 and Chang. Applicants 
argue "it would not be possible to find such motivation as the understanding of the 
ordinary artisan at the time the application was filed was that PGCs isolated after stage 
14 would be incapable of forming the claimed sustained culture." Applicants' argument 
is not persuasive because Chang taught culturing cells isolated from the genital ridge at 
Stage 27 for 5 days, 

8. Claims 44, 47, 48 and 51-55 remain rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claim 1 of U.S. Patent 
No. 5,656,479 or 5,830,510 in view of Chang (1995, Cell Biol. Internat'L, Vol. 19, page 
143-9) for reasons of record. 
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Claim 1 of '479 and '51 0 are directed toward a sustained avian cell culture 
consisting essentially of undifferentiated avian cells expressing an embryonic cell 
phenotype. Claim 2 states the cells may be cultured on STO feeder cells in the 
presence of LIF. '479 and '510 did not claim culturing the cells on avian feeder cells. 

However, at the time of filing, Chang taught culturing PGCs and stromal cells 
isolated together from the genital ridge of a stage 27 embryo on preconditioned, stage 
27 avian feeder cells. Thus, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to isolate avian cells having an ES cell 
phenotype as claimed in '479 and '510 wherein the avian cells are cultured on avian 
feeder cells. One of ordinary skill in the art at the time the invention was made would 
have been motivated to use avian feeder cells to increase the number of PGCs as 
taught by Chang (abstract). 

Applicants' arguments on pg 32 are noted but do not specifically point to one 
limitation that is missing in the combined teachings of '740 or '510 and Chang. 
Motivation to combine the references has been provided. The art does not teach away 
from the invention because Chang taught culturing cells isolated from the genital ridge 
at Stage 27 for 5 days. A culture sustained for 5 or 14 days is not structurally or 
functionally different than a culture sustained for one or two months as claimed. 

8. Claims 44, 47, 48 and 51-55 remain rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over claims 1-12 of U.S. 
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Patent No. 6,156,659 in view of Chang (1995, Cell Biol. International., Vol. 19, page 
143-9) for reasons of record. 

Claims 1-12 of '659 claim a method of culturing undifferentiated avian cells 
having an ES cell phenotype for at least 14 days using LIF, bFGF, IGF and SCF. '659 
did not claim culturing the cells on avian feeder cells. 

However, at the time of filing, Chang taught culturing PGCs on avian stromal 
cells isolated from the genital ridge of Stage 27-28 embryos. Thus, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to isolate 
avian cells having an ES cell phenotype as taught by '659, wherein the avian cells are 
cultured on avian feeder cells. One of ordinary skill in the art at the time the invention 
was made would have been motivated to use avian feeder cells to increase the number 
of PGCs as taught by Chang (abstract). 

Applicants' arguments on pg 33 are noted but do not specifically point to one 
limitation that is missing in the combined teachings of '659 and Chang. Motivation to 
combine the references has been provided. The art does not teach away from the 
invention because Chang taught culturing cells isolated from the genital ridge at Stage 
27 for 5 days. A culture sustained for 14 days as in '659 is not structurally or 
functionally different than a culture sustained for one or two months as claimed. 

Conclusion 

No claim is allowed. 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael C. Wilson who can normally be reached on 
Monday through Friday from 9:00 am to 5:30 pm at 571-272-0738. 

Questions of a general nature relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-1235. 

If attempts to reach the examiner, patent analyst or Group receptionist are 
unsuccessful, the examiner's supervisor, Amy Nelson, can be reached on 571-272- 
0804. 

The official fax number for this Group is (703) 872-9306. 
Michael C. Wilson . /I / I i / / 




